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Claims Rejections under 35 USC 1 



Applicant respectfully beliefes 
"1 12" rejections set forth in the Office 
been corrected per the Examiner's 
Claim Rejections - 35 USC 102 



hat the new claims submitted herewith overcome 
Action. Specifically claim dependencies have 
suggestions and antecedent bases have been addressed. 



Claims 4-6, 8-9 and 1 1 are r 



Hull 



yec 



Valid rejection under 35 US 
disclosed in a single reference. "Fo: 
teach every ajspect of the claimed inanition 
not directly taught must be inherently present. 

As shown below Hull does r 
Claim Rejections - 35 USC 103 



Claims 7, 12 and 14 are rejected 
Hull in view Df Haroisch, 

Valid rejection under 35 US£ 
motivation for one skilled in the art 
claimed invention. US Court of Appeal 
Southern California Edison Co., Fed 

The b sst defense against hin^sigjit 
application o^the requirement for 
art references, according to the court! 



M 0BERT KESTENBAUM 



ted under 35 USC 102(e) as being anticipated by 



!oi 



showing 



(2)010 



Response Under 37 CFR 1.116 
Expedited Procedure 
Examining Group 2872 



Remarks 



102 requires that each feature of a rejected claim be 
anticipation under 35 USC 102, the reference must 
either explicitly or impliedly. Any feature 
MPEP 706.02(a). 
disclose each feature of the rejected claims. 



under 35 USC 103(a) as being unpatentable over 

1 (^3(a) requires evidence of a suggestion or 
cbmbine prior art references to produce the 
s for the Federal Circuit (Ecolochem inc. v 
C\r. t No. 99/1043, 9/7/00). 

based obviousness analysis is the rigorous 
a teaching or motivation to combine the prior 
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Hull 



Response Under 37 CFR L 1 1 6 
Expedited Procedure 
Examining Group 2872 

and Harnisch do not m{)tiv|ate or suggest to one skilled in the art to combine 



: references 



these 

Cour: 
Sang-Su Lee 
Administrative 



the 
must 
"As 

obviousness, 

evidence 



Federa 



ma 



1 eld 



: sams 



to produce Applicant 
of Appeals for the 
(00-1158). The court 
Procedure Act and 
of the PTOare 
rulings receive the 
agencies 
Administrative Procedure 
strative agencies and 
decision making,' 
of its lawful authofity, 
?e logical and rational 
applied to the detemun^ior 
itisfimdat nentalthat 



'Tribunals 
their 

administrative ; 
'The 
admiiii; 
"reasoned 



claimed invention. 

Circuit confirmed the above principles in In Re 
yzed 35 USC 103 requirements starting from the 
(citations omitted): 
gj>veifned by the Administrative Procedure Act, and 
judicial deference as do tribunals of other 



scope i 



comprehended by the lane iagc; 



patentability turns on the question o 



art includes evidence relevant to the finding of whether there is a teachinp . motivation, or 



suggestion to 



(Emphasis a< 
"The 
searching. It 
reinforced in 



idded) 



select and combine tht 



actual inquiry whetherjto 
must be based on objective 
myriad decisions, and 



M 0BERT KESTENBAUM 



cc 



©011 



Act, which governs the proceedings of 
elated judicial review, establishes a scheme of 
N<f>t only must an agency's decreed result be within 
but the process by which it reaches that result 



of patentability vel non when the issue is 
tions under 35 USC §103 must be based on 



of that section. ( Emphasis added) When 



obviousness, the search for and analysis of the prior 



references relied on as evidence of obviousness. 



c ombine references must be thorough and 
evidence of record. This precedent has been 
danriot be dispensed with. Our case law makes clear 
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that the best 



Response Under 37 Cf R 1.116 
Expedited Procedure 
Examining Group 2S72 
defense against the sutftle but powerful attraction o f a hindsight-based 



obviousness analysis is rigorous application of the requirement for a showing of the 



teaching or motivation to combine p rig 



suggestion or teaching of the desira rility of making the specific combination that was 

can be combined only if there is some 



made by the 
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)f n Terences < 



i Applicant. Teachings 
suggestion or incentive to do so/* 

As stated above, Hull and Banaisch 



daicis 



skilled in the art to combine thesq references 
invention. 

The cjlaims have been amended 
prior art. Specific discussion of the 
The claims now recite new 
Claims 20, 24, 28 and 32 an| in 
Claim 28, in principle, corre 
allowable. . 

Claims 29, 30 and 31 correspond 
Independent claim 32 is similar 
compensating elements arc defined i o b^ 
7 of paragraph [0029] of the specification. 

Claims 28 and 32 should be 
correspond tc claims 7 and 12 
amended by features disclosed in pa 
Dependent claims 21, 22 anc 



Inde lenient 



agriphs 



23 
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art references. There must be some motivation, 



do not motivate or suggest to a person 
to duplicate the claims of the present 



;o overcome the rejections on the basis of the 
amendments to the claims follows. 

20-35. Claims 1-19 are canceled, 
independent form, 
spoijids to claim 10, which was indicated to be 

to claims 7, 12 and 14, respectively, 
to claim 28, with the exception that the 
in the form of a ring, as disclosed in lines 6 and 



illojvable. Dependent claims 33, 34 and 35 

claim 20 is based on claim 4, additionally 
[0009] to [0015] of the specification, 
correspond to claims 5, 7 and 12, respectively. 
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Simi 



change of its 



are 



osei 



feature 



i compensat ing 



assui ned 



. man ier 



arly, claims.20 and 24 
features from the specification disc 
specification, as well as by one 
based on claims 5, 7 and 1 2. 

The invention as recited in 
passive then lal compensation. An 
compensation is that the 
the first optical element that is 

temperature, for example 
by the first optical element. The 
of the first optical element in a 
optical clement and the compensating 
undergo approximately the same tei 
Because of this temperature change 
optical elements undergo a displ; 
optical elements, so that the change 
because of the heating of the first 
between both optical elements. 

Independent claim 20 define* 
specifically than claim 24 in that it 
provided by a length extension of thh 
of the focal point of th 
cment Claim 24 is 



displacement 
first optical e! 
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Response Under 37 CFR 1.116 
Expedited Procedure 
Examining Group 2872 

based on claim 4, additionally amended by 



in paragraphs [0009] to [0015] of the 
of claim 17. Dependent claims 25, 26 and 27 are 



ope 



oft: 



acement 



oft! 



op tical 



nort 



first 



i ide; >endent claims 20 and 24 is a particular kind of 
important feature of this passive thermal 

dements are arranged in the very neighborhood of 
to undergo some change in its form because of a 
because of heating by radiation being absorbed 
co|rTpefnsating elements are arranged within the region 
providing thermal conductivity between said first 
emcnts so that the compensating elements 
efature change as the first optical element 
ie compensating elements, the first and second 

in an axial direction that is defined by both 
ie optical properties of the first optical element 
element is compensated by a changed distance 



thijs concept of the invention somewhat more 
specifically recites that the displacement 
compensating elements is the same as the 

optical element because of a heating of this 
sofne\0iat less specific in that regard, i.e., the optical 
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elenens 



art is Full 



in the: 



property of the first optical element 
optical element will be compensate 1 
more specific regarding the materia 
specifies tha : the compensating 
The most pertinent prior 
system that l ses heating elements 
secondary mirror. In the case of a 
temperature change will be measur^i 
deducted and afterwards, a current 
effect caused by the temperature 
of the distance between the primary 
compensation system docs not use 
the compensating elements and 
compensating element is the same 
primary mirror. Because of the 
elements can be lower or much high 
undergoes depending on the materia^ 
of the compensating elements can 
primary mirror just depending on 
completely uncritical whether the 
neighborhood of the primary mirror 

As can be seen from the abo^e 
hand, and the prior art according to 
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Response Under 37 CFR l.J 16 
Expedited Procedure 
Examining Group 2872 
beihg changed by a temperature shift of the first 



by 



of the \ 



temperature < 



is applied 



ris i of the 



mirror 



tiermal 



. ther t is 



or n< 



: actr re 



bi ? hithi 



m; Ltenal 



or are 



Hull 



the compensating elements, but is somewhat 
compensating elements because claim 24 
comprise at least partly titanium. 

Hull discloses an active compensation 
mounting connecting the primary mirror and the 

change of the primary mirror 1 3 3 this 
rom the measurement signals a control signal is 
ied to the heating elements to compensate the 
primary mirror by a heating induced change 
and the secondary mirror. This active 
conductivity between the primary mirror and 
no goal to ensure that the temperature rise of the 
early the same as the temperature rise of the 
system the temperature rise of the compensating 
the temperature rise thai the primary mirror 
compensating elements. The temperature rise 
er or lower than the temperature rise of the 
and lengths. Also, the Hull system is 

elements are arranged in the 
arranged at a further distance therefrom, 
discussion of the present invention, on the one 
on the other hand, one can easily see that a 

11 



er than 



of the ( 



ccmpensating < 
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wucri 



i compersation 



invent ion 



compensation 



concept of the present invention, 
claims 20 and 24, is completely dif 
to both systems only is that a chang 3 
of a heating of the primary mirror ii 
the primary mirror and the seconds y 
second optical element (as defined 
is induced by a thermal expansion 
However, the way in which 
Hull compared to the present 
material and the lengths of the 
optical property in dependence on 
element, whereas in the Hull systerr 
elements is nearly independent of trfe 
mirror, which has to be expected, 
properties are controlled by the elec 
compensating elements. 

With respect to claim 5 (nevs 
discloses at least one of the optical 
to reference numeral 
portion, it is stated that reference 
telescope as disclosed in Hull, an i 
reference to an input 
art that there could be 



cf elements i 



a change 



the 



therefore, the 
skilled in the 
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now is more clearly defined in independent 



of 



CO: 



due to 



input 



ODen 



a lens 
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'ere^it from the concept of the Hull system. Common 
an optical property of the primary mirror because 
i^npensated by a change of the distance between 
irurror (as in Hull) or a first optical element and a 
i n cl[aims 20 and 24), whereby the change in distance 
connecting both optical elements, 
elements must be designed is completely in 
With the system of the present invention, the 
elements are dependent on the change of the 
of the temperature of the first optical 
material and the lengths of the compensating 
change of the optical property of the primary 
a change of the temperature because these 
tome control of the heating current for the 



claims 21 and 25), the Office Action states that Hull 
cjlcirjents comprising a lens. In this regard, the Office 
column 4, lines 7-9. However, in this text 
nutneril 1 1 designates an input window. In a mirror 
^vindow normally simply is an opening and 
ng does not include any disclosure to the person 
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Claim 1 7 was rejected in vi^w 
from titanium ensures that at different tjemperat 
held in a fixed manner within the oi iter 
1 as the titanium cone j ire 



tube 1 as wej 



Hull system, 
because, due 



thermal expansion coefficients of e vicious 



for 



urn; 



the thermal expansion 
to the heating of the 
compensating elements can be diffident 
optical properties whereof are to be 
Office Action leading to a rejection 
though Hull could have used titaniutn 
and no advantage from the use of tilani 

Because of the above argum ?nts|, 
independent claims 20, 24, 28 and 32 
However, because the new indepenc ent 
until now were not included in the clainjis 
Final Action a request for continued 
claims as raising new issues. 

This Amendment After Fina! 
necessary to place the case in condit 

Wherefore, further consideration 
respectfully requested. 



coefficients « 
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df Hull and Harnisch. In Hamisch, the cone made 



cc mpensatingi 



co: 
of c 
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ures 3 the inner tube 2 of the telescope is 
tube 1 . Because the inner tube 2 and the outer 
the same or nearly the same temperature, the 
materials used are critical. However, in the 
of the various materials are less critical 
elements, the temperature of the 
from the temperature of the primary mirror, the 
njipensatcd. Therefore, the argumentation in the 
laim 17 neglects that, with the Hull system - 
the compensating elements - there is no need 
instead of aluminum, 
we respectfully believe that all of the 

be allowable in view of the cited prior art. 
claims submitted herewith include features that 
, we are including in this Amendment after 

to avoid rejecting the new independent 



should 1 



examination 1 



Acftion and Request for Continued Examination are 
for allowance or better condition for appeal 
and allowance of the claims in this application is 
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three- 



month extension 
hereby requested. Credit 

Large Entity three-mfrntf i 
additional independent 
Examination for a total 
overpayments to Deposit Account 



A 

Action is 
the prescribed 
of $172 for 
Continued 
any 
this purpose. 



two 



Response Under 37 CFR 1.116 
Expedited Procedure 
Examining Group 2872 

of [timfc in which to respond to the outstanding Office 



"ard Payment Form PTO-2038 in enclosed to cover 
extension fee of $950, an additional claims fee 
claims and the $770 Filing Fee for Request for 
S92. Please charge any additional fees or credit 
1-0665. A duplicate of this page is enclosed for 



c|f$ 



Resp£ ctfiJly submitted. 




I hereby certi fy this correspondence 
Commissioner for Patents, Alexand 
2004. 
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is being submitted by facsimile transmission to 
ia, VA, fax number 703-872-9306 on March 17, 
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A three-month, extension 
Action is hereby requested. Credit) Cafd Payment 
the prescribed Large Entity tbree-niontih 
of $ 172 for two additional indepen^< 
Continued Examination for a total 
any overpayments to Deposit Accojunt 
this purpose 
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of tiiiie in which to respond to the outstanding Office 



I hereby cert 
Commissioner 
2004. 
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claims and the $770 Filing Fee for Request for 
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